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DETAILED ACTION 
Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

1 . Claims 1 9-21 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-3 of U.S. Patent No. 
6,941,573. 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other because they are different definitions or descriptions of the same 
subject matter, varying breadth. In particular, Application claim 19 is a broader recitation 
of claim 1 of U.S. Patent No. 6,941,573. 



Claims 20-21 correspond to respectively to claims 2-3 of U.S. Patent No. 
6,941,573. 



f 
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2. Claims 22-24 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-3 of U.S. Patent No. 
6,941,573. 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other because they are different definitions or descriptions of the same 
subject matter, varying breadth. In particular, Application claim 22 is a broader recitation 
of claim 1 of U.S. Patent No. 6,941,573. 

Claims 23-24 correspond to respectively to claims 2-3 of U.S. Patent No. 
6,941,573. 

Allowance of claims 19-24 would result in an unjustified time-wise extension for 
the monopoly previously granted for claims 1-3 of Patent 6,941,573, therefore 
obviousness-type double patenting is appropriate. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 



Application/Control Number: 09/875,476 
Art Unit: 2611 



Page 4 



applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-3, and 5-10 are rejected under 35 U.S.C. 102(e) as being anticipated by 
U.S. Patent 6,828,993 to Hendricks. 

Regarding claim 1, Hendricks discloses in figure 1, television distribution system 
200 for delivering a plurality of channel signals in separated TV channels to a plurality of 
cable television subscribers in a geographic area (column 4, lines 31-40) comprises, 

a cable distribution head end comprising 208: 

a plurality of normal channel signal sources for producing normal TV 

channel signals to be delivered to subscribers (column 6, lines 29-61) ; 

a source of a substitute channel signal to be substituted for at least one 

normal channel signal (column 6, lines 52-column 7, line 13, the CAP selects 

channels and substitute channels, and enables for local programming to be 

substituted); 

signal distribution circuitry (satellite receive dishes, column 7, lines 47-55) 
for receiving the normal channel signals and the substitute channel signal and for 
combining the received channel signals into a spectrum of channels on a 
plurality of distribution trunks 210 (column 7, lines 55-65, column 8, lines 7-30), 
the spectrum of channels on less than all of the plurality of distribution trunks 
including the substitute channel signal (column 8, lines 7-30, the cable headend 
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reformats the received signals, reallocates them to different frequency ranges, 
and substitutes programming); and 

means for generating 209 a plurality of substantially identical copies of the 
spectrum of channels of each distribution trunk and the distribution (column 8, 
lines 7-30) system comprises: 

means for connecting 210 the substantially identical copies of the channel 
spectrum of each distribution trunk to different substantially contiguous zones of 
the geographic area (figure 4, region bits 926, column 8, lines 7-30, column 16, 
lines 2-5). 

Regarding claim 2, Hendricks discloses that the means for connecting 210 
connects the spectrum of channel signals from one of the distribution trunks to zones of 
the community separated from one another by zones connected to others of the 
distribution trunks (each set top box is located in a separate area from one another thus 
a separate zone) and selected to demographically represent the community for market 
research purposes (column 6, lines 13-54, market demographics and ratings are utilized 
to determine which programs are to be packaged for each region and for different STB 
220). 

Regarding claim 3, Hendricks discloses that the zones connected to a distribution 
trunk are selected to demographically represent the community for market research 
purposes (column 6, lines 18-58). 
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Regarding claim 5, Hendricks discloses that connecting means 210 may be fibre 
optic cabling (column 5, lines 7-1 3). 

Regarding claim 6, Hendricks discloses a number of first signal combiners 208 
which are equal to the number of trunks 210, each first signal combiner receiving as 
inputs first channel modulated normal signals for which no signal substitution is 
performed (column 6, lines 51-61) and second channel modulated signals including 
normal signals and at least one substitute signals (column 6, line 51-61 ). 

Regarding claim 7, Hendricks discloses that the first and second modulated 
signals may be distinct packages from one another (column 6, line 51-61). 

Regarding claim 8, Hendricks discloses a video switch apparatus 209 for 
receiving as inputs normal channel signals and substitute channel signals and 
selectively connecting the input signals to a plurality of outputs ports of the video switch 
(column 8, lines 7-26) and circuitry for combining the signals into a plurality of cable TV 
channel sections equal to the number of distribution trunks (column 8, lines 7-13). 

Regarding claim 9, Hendricks discloses the use of channel modulators equal to 
the number of trunks for each channel of the second channel modulated signals 
(column 8, lines 7-20). 
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Regarding claim 10, see claim 8. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent 6,828,993 to Hendricks in view of U.S. Patent 5,600,573 to Hendricks. 

Regarding claim 4, Hendricks '993 discloses a packing application, which 
assigns programming to users based on geographic zones and demographics (column 
6, line 33-column 7, line 13). 

Hendricks '993 fails to disclose users who are market research panelists. 

Hendricks '573 discloses a packaging application which reports market research 
information from users by analyzing viewer requests for programming and program 
ratings (column 10, lines 39-60) in order to create a programming lineup which reflects 
user interests. 
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Therefore, it would have been obvious to one skilled in the art at the time of 
invention to modify Hendricks '993 to utilize the market research information of 
Hendricks '573 for the advantage of creating a programming lineup which reflects user 
interests. 

5. Claims 11-18 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
U.S. Patent 6,828,993 to Hendricks in view of U.S. Patent 5,285,272 to Bradley. 

Regarding claim 1 1 , Hendricks discloses the use of a video switch to connect 
normal and substitute signals onto the first and second conductors (column 8, lines 6- 
24) and allows for programming to be assigned to a new channel frequency. 

Although Hendricks discloses shifting programming to a different frequency, 
Hendricks specifically fails to disclose a plurality of channel modulators each connected 
to an output of the video switch. 

Bradley discloses in figure 3, a number of modulators 32 each connected to the 
output of the video switch (column 5, lines 19-35) allowing for the channels to be 
frequency shifted to a new channel and providing additional flexibility when more 
channels of programming exist than available channels for broadcasting. 

Therefore, it would have been obvious to one skilled in the art at the time of 
invention to modify Hendricks to utilize the modulators of Bradley for the advantage of 
additional flexibility when more channels of programming exist than available channels 
for broadcasting. 
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Regarding claim 12, Hendricks discloses a television distribution system in which 
programs are packaged, assigned channels, and local programs may be inserted into a 
channel. 

Hendricks fails to disclose a plurality of first signal conductors each conveying a 
single channel, at least one second signal conductor that provides a substitute channel, 
a switched combiner means to receive signals from the first and second conductors and 
selectively connects signals from the first and second conductors to the distribution 
trunks. 

Bradley discloses a plurality of first signal conductors 26 each conveying a 
single channel (column 5, lines 6-15, 43-46), at least one second signal conductor 
which provides a substitute channel (column 5, lines 19-29, when there are more VCRs 
than available channels, the inputs for the channel are switched amongst the VCRs), a 
switched combiner (control line 32 in conjunction with combiner 42) means to receive 
signals from the first and second conductors and selectively connects signals from the 
first and second conductors to the distribution trunks (column 5, lines 19-49, the outputs 
from the modulators 32 are switched when there are more VCRs than channels onto a 
fixed channel frequency), thus allowing for customization of the programming content to 
be presented to the user. 

Therefore, it would have been obvious to one skilled in the art at the time of 
invention to modify Hendricks to utilize the channel switching and customization 
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features of Bradley, for the advantage of further customizing the presentation of 
programming content to the user. 

Regarding claim 13, Bradley is relied upon to teach a switched combiner unit 
(control line 32 in conjunction with combiner 42), which provides signals to distribution 
trunks 46 (figure 3). 

Regarding claim 14, Bradley is relied upon to teach the use of an RF switch 
(column 5, lines 19-30). 

Regarding claim 15, Hendricks discloses the use of a video switch to connect 
normal and substitute signals onto the first and second conductors (column 8, lines 6- 
24). 

Bradley is relied upon for teach the use of the video switch. 

Regarding claim 16, Hendricks discloses that substitute programming (local 
programming) may be selectively provided to a predetermined channel (column 8, lines 
14-23). 

Bradley is relied upon for teach the use of the video switch. 
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Regarding claim 17, Hendricks is relied upon to teach the use of a frequency 
agile modulator, which modulates substitute signals to a predetermined channel 
(column 8, lines 6-23). 

Bradley is relied upon for teach the use of the video switch. 

Regarding claim 18, Hendricks is relied upon to teach demodulating the normal 
channel signals and means for connecting the demodulated signals as inputs to the 
cable trunk (column 8, lines 7-13). 

Bradley is relied upon for teach the use of the video switch. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S. Patent 5,351 ,075 to Herz: Home Video Club Television Broadcasting 
System. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hunter B. Lonsberry whose telephone number is 571- 
272-7298. The examiner can normally be reached on Monday-Friday during normal 
business hours. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Grant can be reached on 571-272-7294. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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